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1. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

2. Claims 17-28 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which Applicant 
regards as the invention. 

Claims 17-28 are all recited as depending from either claim 
1, 3, 4 or 6. Claims 1, 3, 4 and 6, however, were cancelled by 
the amendment of 14 April 2005. As such, claims 17-28 are 
indefinite. For purposes of further examination in this Office 
Action, claims 17-28 will be interpreted as depending on the 
claim still pending that appears to corresponding to the 
original claims. Thus, when a claim refers to claim 1, the 
claim will be interpreted as depending from claim 16; when a 
claim refers to claim 3, the claim will be interpreted as 
depending from claim 18; when a claim. refers to claim 4, the 
claim will be interpreted as depending from claim 19; and when a 
claim refers to claim 6, the claim will be interpreted as 
depending from claim 21. 
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3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the siabject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which. the invention was made. 

4 . The factual inquiries set forth in Graham v. John Deere 
Co. , 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

5. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
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was nob commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

6. Claims 16-19, 23, 26 and 27 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Vovan (U.S. Pat. No. 
6,120,279) in view of Applicant's admitted prior art. 

Vovan discloses a mold insert positioning system for an 
injection molding apparatus. The insert system includes a mold 
core plate (16) defining a face which forms part of the mold 
cavity (cl. 2, 11. 10-14). The face includes a facial pocket 
(14) for insertion of a mold insert (12) . The facial pocket 
defines a passageway extending through the plate (see Figs. 3- 
6) . The mold insert is integrally connected to a rod, with the 
rod insertable in the passageway (Figs. 3-6) . The rod includes 
transverse slots (40 and 42) . 

Vovan further discloses passageways extending transversely 
to and communicating with the insert passageway, with locking 
members (30 and 32) insertable into the transverse passageway 
(Fig. 1) . The locking members are rotatable about thier axis 
and include portions within the slots on the insert rod (Figs. 
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3-6) . As such, the locking members may be rotated to lock the 
insert within the insert passageway (cl. 2, 11. 20-23). 

In one embodiment, Vovan discloses the locking members to 
include a cam rods (110 and 112) extending axially offset from 
the axis of the locking member (see Figs. 9-11) . The offset cam 
rod is as such to engage the slot of the insert rod so that 
rotation of the locking members about their axis causes the 
offset rod to act of the insert rod (Figs. 9-11) . Vovan also 
discloses a wrench may be connected to the locking members (cl. 
2, 44-47) . With the wrench connected, the locking members would 
have handles or knobs for effectuating their movement. 

While Vovan notes that the disclosed mold insert system is 
to be used with an injection molding apparatus (cl. 1, 11, 4-7), 
Vovan does not disclose the particulars of the molding 
apparatus. Applicant discloses, however, that the known prior 
art injection molding apparatus include mold core and cavity 
plates secured to mold bases, with the core and cavity plates 
relatively movable between open and closed position, and the 
core and cavity plates defining a mold cavity between their 
opposed faces (see Fig. 1 of the instant application and the 
corresponding description in the specification) . As such, it 
would have been obvious to one of ordinary skill in the art at 
the time of Applicant's invention to have used the mold insert 
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system disclosed by Vovan within an injection molding apparatus 
which includes mold core plates, cavity plates, and mold bases, 
arranged to form the mold cavity because Vovan specifically 
notes the insert is for use in an injection molding apparatus, 
and Applicant's notes that such a structure is known in the art 
for an injection molding apparatus. 

It is noted that the claims of the instant application 
define a manner in which the claimed mold insert device is to be 
operated. For example, claim 16 defines the process by which 
the insert is first partially inserted into the facial pocket, 
and then urged into the fully inserted position. An apparatus, 
however, must be distinguished from the prior art in terms of 
structure rather than function. In re Schreiber , 128 F.3d 1473, 
1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997); MPEP 2114. A 
claim containing a recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus 
if the prior art teaches all the structural limitations of the 
claim. Ex parte Masham , 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1987); MPEP 2114. The combination of Vovan and Applicant's 
admitted prior art discloses and suggests all of the structural 
features of the claimed apparatus as described above. As such, 
the combination renders obvious the claims of the instant 
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application, regardless of the defined operating manner in the 
claims of the mold insert system. 

7. Claim 21 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Vovan and Applicant's admitted prior art as 
applied to claims 16-19, 23, 26 and 27, and further in view of 
Poglein (U.S. Pat. No. 2,291,580). 

Vovan in combination with Applicant's admitted prior art 
suggests the apparatus as described above. Notably, Vovan 
discloses the insert rod to be integral with the insert. The 
combination does not disclose an alternative with the insert and 
rod being two pieces connected by a screw. Such a structure, 
however, is known in the art as demonstrated by Poglein. The 
Pogelin reference discloses a removable mold insert, wherein the 
insert (3 and 4) which is connected to an insert rod using a 
screw (see Figs. 1 and 2; p. 1, 11. 5-12) . Thus, it would have 
been obvious to one of ordinary skill in the art at the time of 
Applicant's invention to have modified the apparatus suggested 
by Vovan and Applicant's admitted prior art as such to have a 
two piece insert and insert rod connected by a screw because 
this is an alternative configuration known in the art as 
suggested by Poglein. 
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8. Claim 24 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Vovan and Applicant admitted prior art as 
applied to claims 16-19, 23, 26 and 27, and further in view of 
Takahashi (U.S. Pat, No. 5,466,145). 

Vovan in combination with Applicant's admitted prior art 
suggests the apparatus as described above. The combination does 
not disclose a configuration with gear members on the locking 
rod and mating slots on the insert rod. However, such a 
mechanism gear and slot mechanism is well known. As an example, 
Takahashi discloses an injection molding apparatus with an 
insert (2) , and insert rod (20) , and a locking rods (22) , 
wherein gears (23) provided on the locking rods mate with slots 
on the insert rod to provide for movement of the insert rod (see 
Fig. 1 and corresponding description) . Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of 
Applicant's invention to have modified the apparatus suggested 
by Vovan and Applicant's admitted prior art as such to have used 
gears and mating slots to effectuate movement of the insert rod 
by the locking rods because such structures are a known 
alternative in the art as suggested by Takahashi. 

9. Claims 20 and 25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Vovan and Applicant's admitted prior art 
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as applied to claims 16-19, 23, 26 and 27, and further in view 
of Japanese Pub. No. 07-9456 (previously made of record in the 
I.D.S. filed by Applicant; hereinafter "JP '456"). 

Vovan in combination with Applicant's admitted prior art 
suggests the apparatus as described above. The combination does 
not disclose dowels for locking the cam handle. The combination 
also does not disclose a slanted profile on the locking rod to 
engage the insert rod. 

JP M56 discloses an injection molding apparatus, which 
includes an insert and insert rod (3) and locking rod (6) , with 
the locking rod having a handle at its end (see Fig. b) . Dowel 
rivets (10) are provided for the purpose of locking the handle, 
and thus insert rod (see Abstract) . 

JP M56 further disclose a slanted profile on the locking 
rod for engaging the slot on the insert rod (see Fig. a) . The 
profile causes movement of insert rod through rotation of the 
locking rod. 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicant's invention to have modified the 
device suggested by Vovan and Applicant's admitted prior art as 
such to have further included a dowel rivet because such a 
structure would allow for locking of the cam handle as suggested 
by JP M56. 
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It further would have been obvious to one of ordinary skill 
in the art at the time of Applicant's invention to have modified 
the device suggested by Vovan and Applicant's as such to 
comprise a slanted profile on the locking rod which engages the 
insert rod because this is an alternative known in the art for 
allowing the locking rod to move the insert rod as suggested by 
JP M56. 

10. Claims 22 and 28 would be allowable if rewritten to 
overcome the rejections under 35 U.S.C. 112, 2nd paragraph, set 
forth in this Office Action and to include all of the 
limitations of the base claim and any intervening claims. 

11. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131. The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor. Dr. Yogendra Gupta, can 
be reached at (571) 272-1316. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (571) 273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free) . 
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